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DETAILED ACTION 
Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language, 

2. Claims 1-5, 7-10, 13-16, 19 & 21-26 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Walker et al. (US Patent Number 6, 1 13,495). 

Claims 1, 8, 19, 23: Walker teaches an information system associated with a gaming 
system including at least one gaming device (300), the gaming device is arranged to 
present at least one game for play thereon (slot machine game). There is a player 
tracking device (360) associated with said gaming device. The player tracking device 
including a card reader (364), a keypad (370), at least one speaker (353) and at least one 
display (346, 362). (Since all components are electrically connected and controlled by 
the CPU, they are part of the player tracking device - the physical location of the 
component in the cabinet is immaterial.) Walker teaches a player tracking host (1 10) 
arranged to store data regarding one or more players of said gaming device (in Player 
Tracking Database 400). The player tracking host (1 10) is also an information system 
host. The information system host is arranged to determine the eligibility of a player of 
said gaming device to multi-media information (Fig 7 A, 715). Eligibility is determined 
from data regarding the player (Fig 4). The information system host is arranged to 
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generate multi-media information for presentation by said player tracking device of said 
gaming device based upon said eligibility. (Figs 7A-C & 8) The multi-media information 
may be video or one or more images for presentation upon said at least one display of 
said player tracking device and audio information for presentation by said at least one 
speaker of said player tracking device. (Col 7, 44-61) There is a communication link 
between said player tracking device and said player tracking host over which said 
generated information is transmitted. (Fig 1) The multimedia information may be 
presented independent of player activity (i.e., to all players on a particular class of 
machines.) (Col 2, 57-60) Walker teaches both the structure and the method of using it. 
Claims 2, 9, 24: The information host is arranged to determine said eligibility in 
response to an indication from said player tracking host that a player has begun playing 
said gaming device. (Fig 8) 

Claim 3: The communications link comprises a portion of a communication network. 
(Fig 1) 

Claim 4: A plurality of player tracking devices associated with differing gaming devices 
are associated with said player tracking host. (Fig 1 & Col 3, 14-16) 
Claims 5, 13, 21: The information host is adapted to generate information regarding a 
player promotion. (Information is provided as a "comp" Col 4, 27-34. Comps are 
player promotions.) 

Claim 7: Fig 3 shows part of the player tracking device (360) in a separate box. The 
location of this box is immaterial, but it appears to be near the top of the machine. 
Furthermore, Walker c 495 teaches that the multimedia content may be displayed on 



Application/Control Number: 09/965,786 
Art Unit: 3714 



Page 4 



display (362). (Col 7, 44-61) This would mean that the display would be at eye level - 
i.e., on the top of the device. 

Claim 10: The indication comprises the transmission of player identification information 

from the player tracking device to the player tracking host. (Fig 7 A, 705) 

Claims 14, 26: The step of determining player eligibility comprises determining if said 

player has accrued a number of reward points. (Fig 4, 435 & Col 2, 57-60) 

Claims 15, 25: The step of determining player eligibility may include determining if 

said player is playing a certain type of gaming device. (Col 2, 53-5) 

Claims 16, 22: The multi-media information may include information regarding a 

bonus. The multimedia information may be used as a form of comp. Comps are a form 

of bonus. 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

4. Claims 1-5, 7-10, 13-16, 19 & 21-26 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over claims 1-16 & 
18-28 of copending Application No. 10/242559. Although the conflicting claims are not 
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identical, they are not patentably distinct from each other because they claim the identical 
structure and method for use. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Response to Arguments 

5. Applicant's arguments filed 3 February 2005 have been fully considered but they are not 
persuasive. 

6. Applicant argues that Walker fails to teach a player tracking system with a speaker. 
Figure 3 shows an audio speaker (353) that is part of the player tracking system. Player tracking 
device (360) is tied to CPU (310) and audio speaker (353) - they are one system. If Applicant 
intends to limit his invention to the mere physical placement of the speaker on a particular circuit 
board, then Applicant should amend the claims to so state. Such an amendment would overcome 
the §102 rejection - though a §103 rejection would be immediately forthcoming as the mere 
rearrangement of parts is considered obvious. 

7. Applicant argues that Walker fails to teach a player tracking system with a display for 
presentation of multimedia information. Walker teaches two such displays (362 & 346). As 
noted in regard to the speaker, these displays are currently part of the player tracking system. All 
components are controlled by the same CPU. Again, if Applicant wishes to claim the attachment 
of a display to a particular circuit board, then Applicant should amend the claims to do so. 

8. Applicant argues that a menu is not multimedia content. Examiner has seen any number 
of menus that contain graphical or multimedia elements. Furthermore, the rejection does not 
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limit the display of the multimedia to display (362). As pointed out above, Video Display Area 
(346) is also part of the player tracking system. It clearly is intended to display video images. 

9. In general, Applicant is arguing that the physical location of electrical components within 
a system is dispositive. This is not commensurate with the scope of the claims. Walker teaches 
a player tracking device with the required elements. They are clearly interconnected (as shown 
in Fig 3) and are all controlled by the CPU (310). This makes them a single system. The fact 
that one or more elements may have a different physical location in the cabinet than Applicant 
discloses (but does not claim) is not germane to the issue of patentability. The fact that the CPU 
controls other components (such as slot machine reels) is also moot. Applicant's claims are open 
ended. If Applicant intends to narrow the claims to include the physical location of electrical 
components, or to preclude the attachment of other components, then Applicant must amend the 
claims to reflect that change in scope. 

10. Applicant states that there is no support for the contention that player tracking host is an 
information system host. Figure 2 clearly shows a system with a CPU, RAM, ROM, databases - 
including a content database, and communications ports. This is clearly a computer or 
"information system". Applicant's contention that the player tracking host and the information 
system host must be two separate pieces of hardware is not commensurate with the scope of the 
claims. 

1 1 . Applicant argues that the physical location of the device (i.e., on a top box) is dispositive 
to the question of patentability. Applicant is arguing that "top box" is a term of art. Yet 
Applicant did not define "top box" within the specification. Furthermore, if Examiner accepted 
Applicant's current definition, it is evident from Walker's disclosure that the video screen would 
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necessarily be located in a "top box". It could not go under the slot machine because it could not 
be seen. Slot machines do not have video displays to either side of the reels - that distracts from 
the game. Therefore the only location left for the video screen is on top of the slot machine 
game - i.e., in a "top box". 

12. Applicant argues that Walker fails to teach either transmitting the multimedia information 
to the player tracking system or storing the multimedia information. As pointed out above, the 
entire device depicted in Fig 3 is a player tracking device. Walker is perfectly clear that 
multimedia data is transmitted to this device. It is also impossible for the device depicted in Fig 
3 to play that multimedia data without storing it in memory. During the playing of this 
multimedia information, the system must periodically access the information - the CPU must 
read it from memory in order to display it. 

13. Applicant states that a terminal disclaimer will be forthcoming when and if this is ready 
for issue. The double patenting rejection cannot be withdrawn until the terminal disclaimer is 
actually submitted. 

Conclusion 

14. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Corbett B. Coburn whose telephone number is (571) 272-4447. 
The examiner can normally be reached on 8-5:30, Monday-Friday, alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jessica Harrison can be reached on (571) 272-4449. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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